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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on 10/31/2008 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for aU obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed of described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skiU in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. Claims 81, 82, 84-1 1 1 and 1 13-122 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Noda (US 6,174,990) in view of Saito et. al. (Polymer International). 

4. Noda discloses PHA (polyhydroxyalkanoates) are suitable for use as adhesives, in particular 
Noda recognizes copolymers comprising the claimed 3HB (3-hydroxybutyrate) and 4HB (4- 
hydroxybutyrate). Noda expUcitiy discloses using PHA adhesive to join two surfaces. The PHA is 
applied and then solidifies in order to secure the joint between the surfaces (abstract; col. 6, Unes 
32-34 and lines 38-40; col. 23, line 53 to col. 25, Une 13). 

5. However, Noda fails to disclose that the that the poly(3-hydroxybutyrate-co-4- 
hydroxybutyrate) has a glass transition temperature within the claimed range. Thus attention is 
directed towards the Saito reference which discloses the synthesis of poly(3-hydroxybutyrate-co-4- 
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hydroxybutyrate) (3HB-co-4HB) and measures various properties of the resulting copolymers 
(abstract). Specifically, when 4HB is present in a mol% of 16, the 3HB-co-4HB has a glass 
transition temperature of -7°C (Table 5). Saito recognizes these copolymers as displaying various 
properties, including biodegradabOity (^ joining pages 172-173). 

6. Accordingly, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to utilize the PHA of Saito, the 3HB-co-4HB, in the invention of Noda given that Saito 
recognizes that PHA as having improved elongation to break and is biodegradable (Table 5). In such 
substitution, the remaining disclosure of Noda is not modified and only the PHA of Saito is 
employed, wherein paragraphs 7 to 12 below describe the disclosure of Noda. 

7. In reference to claims 111 and 113, drawn to the process of coating the adhesive on the 
substrate, Noda discloses that the PHA adhesive is applied as a liquid. Noda notes that the 
adhesives may be appKed as solutions, in water or an organic solvent. Wherein the solvent must be 
removed after application for the adhesive to attain the required solid form; often heating is required 
to expedite the drying process (thus evaporating the solvent), (col. 23, line 54 to col. 24, Unes 5). 

8. In reference to claims 88-93, 95, and 97, which are drawn to the amounts of solvent included 
in the adhesive, Noda states that suitable solid contents of the solutions include from 5% to 95% 
(col. 24, line 28-30). Accordingly, the suitable solvent content can be calculated to be from 95% to 
5%. 

9. In reference to claim 96, Noda discloses that the adhesive is formed by dissolving PHA in a 
suitable solvent (col. 23, Hnes 63-67). Wherein Noda exemplifies that suitable solvents for dissolving 
PHAs include chloroform (col. 9, Unes 24-26). 

10. In reference to the claims 99-102 and 104 additives, Noda discloses formation of a PHA 
wherein an initiator is included in 6% by weight (Example 1). 
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11. In reference to claim 114, Noda notes that the heating is conducted by passing the adhesive 
though the glass transition temperature of one of the components (col. 24, Unes 22-26), given that 
the PHA of Saito has a Tg of -7°C (as noted above), the temperature required for cooUng is within 
the claimed range of at most 40°C. 

12. In reference to claims 119-122, regarding pressing a PHA between two surfaces to form the 
pressed PHA, it is noted that Noda discloses formation of molded articles using PHA. Specifically, 
Noda discloses blow molding an article by extruding the PHA composition into a closed hollow- 
mold, expanding the mold, cooling to harden the plastic and then opening the mold to remove the 
article (col. 20, Unes 31-37). Suitable pressures to expand the mold include 25-100 psi (col. 20, Unes 
38-41). Wherein the PHA copolymer of Saito (the 3HB-co-4HB) has a melting temperature of 
130°C (Table 5). So during the blow molding process a temperature of at least 130°C is required, 
thus meeting the claimed limitation of a temperature of at most 150°C. 

13. In reference to claims 85, 118, and 1 19 which claim a glass transition temperature of about - 
10°C, it is noted that the term "about" permits some tolerance and Saito reference discloses that the 
PHA copolymer has a Tg of -7°C. Wherein it is the examiner's position that one skilled in the art 
would have expected the composition of the Saito reference to have the same properties as the 
claimed composition. Additionally, a difference of 1-3°C in the glass transition temperature is not 
expected to change the properties of the composition. It has been held that a prima facie case of 
obviousness exists where the claimed ranges and prior art ranges do not overlap but are close 
enough that one skilled in the art would have expected them to have the same properties. Titanium 
Metals Corp. of America v. banner, 11% F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). 
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14. In reference to claims 86 and 87, which are drawn to the inclusion of two different types of 
PHAs in the adhesive composition, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to utilize a mixture of both the PHA disclosed by Saito and the PHA 
disclosed by Noda in order to obtain an adhesive mixture comprising properties of both 
components, including, improved elongation to break, as per the PHA of Saito, and increased 
biodegradability and/ or compostability, as per the PHAs of Noda (Noda at col. 4, lines 20-24). 
Additionally, it is well settled that it is prima facie obvious to combine two ingredients, each of 
which is targeted by tlie prior art to be useful for the same purpose. In re Under 457 F, 2d 506,509, 
173 USPQ 356, 359 (CCPA 1972). 

1 5. In reference to claim 94, which discloses that the solvent content is at most about 1% by 
weight, it is noted that the solvent content is recognizes as a result effective variable because 
changing them will clearly affect the t5^e of product obtained. See MPEP § 2144.05 (B). Case law 
holds that "discovery of an optimum value of a result effective variable in a known process is 
ordinarily within the skiU of the art." See In rv Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 
In view of this, it would have been obvious to one of ordinary skiU in the art to utilize a less than 5% 
solvent in the adhesive, in particular less than 1% so as to produce desired end results. Wherein 
utilization of less solvent resvilts in a decreased heating time to remove the solvent and an increase in 
the thickness of the adhesive layer since more solids are present. 

1 6. In reference to claims 98, which is drawn to the inclusion of two or more solvents, it is well 
settled that it is prima facie obvious to combine two ingredients, each of which is targeted by the 
prior art to be useful for the same purpose. In n; Under A51 F, 2d 506,509, 173 USPQ 356, 359 
(CCPA 1972). Accordingly, it wovild have been obvious to one of ordinary skiU in the art at the time 
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of the invention to include two solvents in the adhesive taught by the combination of Saito and 
Noda. 

17. In reference to claim 103, which discloses that the additive content is at most about 1% by 
weight, it is noted that the soh^ent content is recognizes as a resuh effective variable because 
changing them wiU clearly affect the type of product obtained. See MPEP § 2144.05 (B). Case law 
holds that "discovery of an optimum value of a result effective variable in a known process is 
ordinarily within the skill of the art." See In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 
In view of this, it would have been obvious to one of ordinary skill in the art to utilize a less than 6% 
additive in the adhesive, in particular less than 1% so as to produce desired end results. Wherein 
utilization of less additive (in this case initiator) results in a decrease in the polymerization time, 
which may be desired in situations requiring a greater amount of time for application of the 
adhesive. 

18. In reference to claims 105-110 regarding the open time and surface tack time of the adhesive 
composition, it is noted that since the combination of prior art references teach the identical 
chemical structures, the properties applicant discloses and/ or claims are necessarily present. 
"Products of identical chemical composition can not have mutually exclusive properties." A 
chemical composition and its properties are inseparable. Therefore, since the prior art teaches the 
identical chemical structures, the properties applicant discloses and/or claims are necessarily present. 
In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). The burden shifts to the 
applicant to show an unobvious difference. 

19. In reference to claims 115-117, which claims that different substrate surfaces are coated with 
the adhesive composition, it is noted that the claims merely modify or change the order of process 
steps. Noda exemplifies applying the adhesive between the two substrates (Example 19), wherein 
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selection of any order of performing process steps is prima facie obvious in the absence of new or 
unexpected results. See MPEP § 2144.04. Since applicant has failed to show unexpected results for 
the claimed order of applying the adhesive, it is held that the selection of any order, including the 
claimed order, it prima facie obvious. 

20. Claims 83 and 112 are rejected under 35 U.S.C. 103(a) as being unpatentable over Noda (US 
6,174,990) in view of Saito et. al. (Polymer International), as applied above, and in further view of 

Marecki (US 4,655,768). 

21. Saito and Noda apply as discussed above, Xoda discloses that the PHA can be utilized as a 
pressure-sensitive adhesive in bandages (col. 24, lines 62-63). However, the reference fails to 
disclose the adhesive layer thickness. Thus attention is directed towards the Marecki reference 
which discloses bandages having a pressure-sensitive adhesive layer wherein suitable thicknesses 
include 10 to 150 microns. Marecki notes that the tliickness of the adhesive layer has an effect on 
controlling the rate of dissolution of the drug (col. 3, lines 2-6 and 59-61). Accordingly, it would 
have been obvious to one of ordinary skiU in the art at the time of the invention to utilize the PHA 
adhesives taught by Saito and Nado in bandages, wherein the thickness of the adhesive layer is 
within 10 to 150 microns. The motivation is provided by the fact that Noda recognizes the PHAs as 
suitable for use in bandages and Marecki guides one skilled in the art as to suitable adhesive layer 
thicknesses. 

Double Patenting 

22. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
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claim is not patentably distinct from the reference claim(s) because the examined application claim is 
either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., I» re Berg, 
140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, Ml F.2d 438, 164 USPQ 619 (CCPA 1970); and 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned with 
this application, or claims an invention made as a result of activities undertaken within the scope of a 
joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fuUy comply with 37 CFR 3.73(b). 

23. Claims 81-112 are provisionally rejected on the ground of nonstatutory obviousness-type 

double patenting as being unpatentable over claims 12, 16, 19-22, 25-28 and 67 of copending 

AppUcation No. 10/783,995 (US 2004/0220355 Al). Although the conflicting claims are not 

identical, they are not patentably distinct from each other because the '995 application claims a blend 

comprising at least a copolymerized PHA, wherein suitable comonomers include 3-hydroxybutyrate 

and 4-hydroxybutyrate. The '995 application fails to claim that the blend is capable of functioning as 

an adhesive coating on a substrate to form an article, as claimed herein, however, the enabling 

disclosure makes known this limitation [0098], and discloses a thickness of at most about 300 

microns [0164]. Further, the '995 application fails to claim the glass transition temperature, however. 

Examples 10-11 (in Table 3), makes known this limitation. In reference to the herein claimed 

properties (open time and surface tack time), the enabling disclosure of the '995 application discloses 

that suitable PHA compositions with the claimed molecular weight, glass transition temperature, 

crystalUnity, and polydispersity as claimed by applicant, tiius, it is the examiner's position that the 

polymers and compositions would inherentiy possess the claimed surface tack time, peel bond 

strength, and open time (claim 36, [0120-0125]). Thus, it wovdd have been obvious to one of 

ordinary skUl in the art at the time of the invention to form the herein claimed composition. 
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24. This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 

25. Applicant's arguments with respect to the claims have been considered but are moot in view 
of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to SAIRA HAIDER whose telephone number is (571)272-3553. The examiner 
can normally be reached on Monday-Friday from 1 Oam-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor. 
Randy P. Gulakowski can be reached on (571) 272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, caU 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Randy Gulakowski/ Saira Haider 

Supervisory Patent Examiner, Art Unit 1796 Examiner 

Art Unit 1796 
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